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REMARKS 

Pursuant to the present amendment, claims 4 and 12 have been amended, claims 1-3, 8, 
and IS'-Zl have been canceled. Thus, claims 4-7 and 9-14 are pending in the present appUcation. 
No new matter has been introduced by way of the present amendment. Reconsideration of the 
present application is respectftilly requested in view of the amendments and arguments set forth 
herein. 

Pursuant to the present amendment, claims 1-3 and 16-21 have been canceled as they are 
directed to a non-elected invention that was the subject of a pjreviuua restriction requirement. 
Applicants specifically reserve the right to pursue the subject matter dejBbaed by the canceled 
claims in a later filed application should they so desire. 

In tlie Office Action, claims 4-7 and 9-15 were rejected under 35 U.S.C* § 102 as 
allegedly being anticipated by Moore (U.S. Patent No. 6,306,008)- Claim 8 was rejected under 
35 U.S.C. § 102 as allegedly being anticipated by or, in the alternative, under 35 U.S.C, § 103 as 
allegedly being obvious over Moore. Applicants respectfully traverae the Exammet's rejections. 

Claims 4 and 12, as amended to incorporate features similar to claim 8, include, among 
other things, estimating a conditi on of a consumable item (claim 12), such as a pad conditioner 
(claim 4), and predicting the remaining lifetime of the consumable based on a sensor signal from 
a conditioner drive assembly of a CMP system. 

The Office Action asserts that Moore teaches these features. To the contrary, Moore is 
completely silent regarding the prediction of the remaming life of the consumable item. Moore 
detects a degraded condition of a conditioning pad, but fails to look ahead to estimate or predict a 
remaining life of the conditioning pad. The OflGce Action admits that Moore fails to teach this 
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forward-looking estinrntion. First, the Office Action asserts that this feature iR inherent, and 
second claims the feature is obvious by taking Official Notice to that effect. 

As the Examiner well knows, an anticipating reference by definition must disclose every 
limitation of the rejected claim in the same relationship to one another as set forth in the claim. 
In re Bond, 15 U-S.P,Q.2d 1566, 1567 (Fed, Cir. 1990), To the extent the Examiner rt^lies on 
principles of inherency in making the anticipation rejections in the Office Action, inherency 
requires that the asserted proposition necessarily flow jfirom the disclosure. In re Oelrich, 212 
U.S.P.Q. 323, 326 (CCP.A. 1981)^ Expurit: Levy, 17 U.S.P.Q.2d 1461, 1463-64 (Bd. Pat. App. 
& InL 1 9<5nX Rr parte Skfnner, 2 U.S-P.Q.2d 1788, 1789 (BA Pot App. & Int. 1987); In re King, 
231 U.S.P.Q. 136, 138 (Fed. Cir. 1986). It is not enough that a reference could have, should 
have, or would have been used as the claimed invention. "The mere fact that a certain thing may 
result &om a given set of circumstances is not sufficient.*' Oelrich, at 326, quoting Hansgirg v. 
Kemmer, 40 U.S.P.Q. 665, 667 (C.C.PA. 1939); In re Rijckaert, 28 U.S.P.Q.2d 1955, 1957 (Fed. 
Cit 1993), quoting Oelrich, at 326; see also Skinner, at 1789, "Inherency ... may not be 
established by probabilities or possibilities. The mere fact that a certain thing may result from a 
given set of circumstances is not sufficient." Skinner, at 1789, citing Oelrich. Where 
anticipation is found through inherency, the Office's burden of establishuig prima fauic 
anticipation includes the burden of providing "...somft AvjHAnCR or scientific reasoning to 
establish the reasonableness of the exanniner's belief that the functional limitation is an inherent 
characteristic of the prior art." Stdmtcr at 1789. 

Clearly, the feature of predicting a remaining lifetime of the conditioning pad does not 
necessarily flow from Moore. Moore simply teaches detecting the end of life of the conditioning 
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pad. Moore does not teach or suggest predicting the remaining life, and it is not sufficient tfwt 
Moore could have or should have accomplished this feature to support an anticipation refection 
based on inherency. 

Moreover, to establish ^ prima facie case of obviousness, three basic criteria must be met. 
First, there must be so me suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings* Second, there must be a reasonable expectation of success. 
Finally, the prior art rcfbtcncc (or refereoccs when combined) xauaC leach or suggest all the claim 
limitations- The teaching or suggestion to make the claimed combination and the reosonoble 
expectation of success must both be found in the prior art, and not ..based on applicant's 
disclosure. In re VaecK 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cin 1991); M.P.E.P. § 2142. 
Moreover, all the claim limitations must be taught or suggested by the prior art. In re Royka^ 490 
R2d 981, 180 U.S.P.Q. 580 (CCPA 1974). If an independent claim is nonobvious under 35 
U.S.C. § 103, then any claim depending therefrom is nonobvious. In re Fine^ 837 F-2d 1071, 5 
aS,RQ.2d 1596 (Fed. Cir. 1988); M.P.E.P. § 2143.03. 

A recent Federal Chxuit case makes it crystal clear that, in an obviousness situation, the 
prior art must disclose each and every clement of the claimed invention, and that any motivation 
to combine or modify the prior art must be based upon a .^ggeistion in the prior art. /n r<? r.i?#>, 61 
U.S.P.Q.2d 143 (Fed. Cir, 2002). Conclusory statements regarding common knowledge and 
common sense are insufficient to support a finding of obviousness. Id. at 1 434-35* It is 
respectfiiUy submitted that any attempt to assert that the inventions defined by the independent 
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claims are obvious in view of the prior art of record constitutes an imperaiissible use of hindsight 
using Applicants' disclosure as a roadmap. 

Clearly, Moore does not teach all elements of the claimed invention* as admitted in the 
OfEce Action by the use of official notice. Moore does not teach or suggest predicting the 
remaining life on a consumable item. 

Official notice unsupported by documentary evidence should only be taken by the 
exammcr where the ftos asserted to be well-known, or to be common knowledge in the art arc 
capable of ingtaut and unques taonoble demonstration as being wcll-knowu. As noted by Uic court 
in In re Ahlert, 424 F.2d 1088, 1091. 165 USPQ 41 8, 420 (CCPA 1970), the notice of facts 
beyond the record which may be taken by the examiner must be "capable of such instant and 
unquestionable demonstration as to defy dispute'' (citing In re Knapp Monarch Co., 296 F.2d 
230, 132 USPQ 6 (CCPA 1961)). (Quoted from MPEP 2144,03(A)) 

It is certainly not common knowledge capable of instant, and unquestionable 
demonstration that the monitoring pad condition to detect an end of life condition inchides 
predicting remaining life prior to the determination of end of life. Hence, the rejection is 
improper, and the Oflicc Action fails Uj establish ^ prima facie case of obviousness. 
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For at least the aforemeotioned reasons, it is respectfully submitted that all pending 
claims are in condition for immediate allowance. The Examiner is invited to contact the under- 
signed attorney with any questions, comments or suggestions relating to (he referenced patent 
applicatioa 

Respectfiilly submitted, 

WILLIAMS, MORGAN & AMERSON 
CUSTOMER NO. 23720 



Date: January 11,2006 




Reg. No. 35,119 

10333 Richmond, Suite UOO 

Houston, Texas 77042 

(713) 934-7000 

(713) 934-7011 (fSacsimile) 

ATTORNEY FOR APPLICANTS 
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